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DETAILED ACTION 

Priority 

Receipt is acknowledged of papers submitted under 35 U.S.C. 119(a)-(d), which 
papers have been placed of record in the file. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

The person having ordinary skill in the art has the capability of understanding the 
scientific and engineering principles applicable to the claimed invention. The references 
of record in this application reasonably reflect this level of skill. 

This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 

the various claims was commonly owned at the time any inventions covered therein 

were made absent any evidence to the contrary. Applicant is advised of the obligation 
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under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 1-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over the 
article titled "Reactions of Nitrate Salts with Ammonia in Supercritical Water" by 
Dell'Orco et al. in view of U. S. Patent 5,480,630 to Arai et al. 

The abstract of the Dell'Orco et al. article sets forth the reaction between nitrate 
salts (i. e. metal nitrate salts of the general formula MN0 3 ) with ammonia in supercritical 
water at a temperature ranging from 450 to 530 °C and at pressures near 300 bars. 

The difference between the applicants' claims and the Dell'Orco article is that the 
applicants' claims set forth that the products of this reaction are fine metal oxides 
(whereas the Dell'Orco et al. article is silent with respect to the production of fine metal 
oxides). 

U. S. Patent 5,480,630 describes a similar reaction that may be between metal 
nitrate salts and ammonia at temperatures ranging from 300 to 500 °C and at pressures 
that are not less than 160 kg/cm 2 (please see col. 2 Ins. 1 1-51) so as to produce metal 
oxides having a size ranging from 100 to 2,000 nm. (please also see col. 3 Ins. 30-38). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have further described the process taught in the 
Dell'Orco et al. article by identifying the reaction products as being fine metal oxide 
particles, as set forth in the applicants' claims, because the disclosures set forth in col. 2 
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Ins. 11-51 and col. 3 Ins. 30-38 in U. S. Patent 5,480,630 fairly suggests that the 
reaction set forth in the Dell'Orco et al. article will produce the same fine metal oxides. 

Claims 1-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over U. 
S. Patent 5,480,630. 

U. S. Patent 5,480,630 describes the reaction between one of a plurality 
reactants to include the metal nitrates of the applicants' claims and one of a plurality of 
reagents to include the ammonia of the applicants' claims in supercritical water at a 
temperature ranging from 300 to 500 °C and a pressure that is not less than 160 kg/cm 2 
(i. e. not less than 157 bars) so as to produce metal oxide particles having a size 
ranging from 100 to 2,000 nm. (please see col. 2 Ins. 12-51 and col. 3 Ins. 30-38). 

The difference between the applicants' claims and U. S. Patent 5,480,630 is that 
the applicants' claims are specifically drawn to the use of metal nitrates (whereas U. S. 
Patent 5,480,630 is drawn to the use of one of a plurality of reactants to include the 
applicants' metal nitrates) and the applicants' claims are drawn to the use of ammonia 
(whereas U. S. Patent 5,480,630 is drawn to the use of one of a plurality of reagents to 
include the applicants' ammonia), however it is submitted that this difference would 
have been obvious to one of ordinary skill in the art at the time the invention was made 
because the courts have already determined that the selection of a particular species 
out of a prior art reference's list of species is prima facie obvious: please see the 
discussion of the In re Petering 301 F.2d 676, 681, 133 USPQ 275, 280 (CCPA 1962) 
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court decision set forth in section 2144.08(ll)(A)(4)(a) in the MPEP 8 th Ed Rev. 3 Aug. 
2005. 

The following references from the applicants' International Search Report are 
made of record: 

Japan Patent Document No. 9-52,772 A disclosing the formation of ceramics 
containing fine metal particles or fine metal oxide particles; 

Japan Patent Document No. 1-219,166 A disclosing the formation of a metal 
oxide film; 

Japan Patent Document No. 8-169,715 A disclosing a method for synthesizing 
fine compound oxide particles; 

Japan Patent Document No. 2001-350,274 A disclosing a correcting liquid for a 
planographic printing plate, and 

U. S. Patent 5,039,452 disclosing metal oxide varistors, precursor powder 
compositions and methods for preparing the same. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Timothy C. Vanoy whose telephone number is 571-272- 
8158. The examiner can normally be reached on Mon-Fri 8-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stanley Silverman, can be reached on 571-272-1358. The fax phone 
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number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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